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MEMORANDUM AND ORDER 

petitions for regrading her answers to questions 6,7, 19, 31,32 and 

37 of the morning section and questions 4 and 32 of the afternoon section of the 

Registration Examination held on October 18, 2000. The petition is denied to the extent 

petitioner seeks a passing grade on the Registration Examination. 

BACKGROUND 

An applicant for registration to practice before the United States Patent and 

Trademark Office (USPTO) in patent cases must achieve a passing grade of 70 in both 

the morning and afternoon sections of the Registration Examination. Petitioner scored 

62. On January 30,2001, petitioner requested regrading, arguing that the model answers 

were incorrect. 

As indicated in the instructions for requesting regrading of the Examination, in 

order to expedite a petitioner's appeal rights, a single final agency decision will be made 

regarding each request for regrade. The decision will be reviewable under 
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35 U.S.C. $ 32. The Director of the USPTO, pursuant to 35 U.S.C. 5 2(b)(2)(D) and 

37 CFR 10.2 and 10.7, has delegated the authority to decide requests for regrade to the 

Director of Patent Legal Administration. 

OPINION 

Under 37 C.F.R. $ 10.7(c),petitioner must establish any errors that occurred in 

the grading of the Examination. The directions state: " No points will be awarded for 

incorrect answers or unanswered questions." The burden is on petitioners to show that 

their chosen answers are the most correct answers. The directions to the morning and 

afternoon sections state in part: 

Do not assume any additional facts not presented in the questions. When 

answering each question, unless otherwise stated, assume that you are a registered patent 

practitioner. Any reference to a practitioner is a reference to a registered patent 

practitioner. The most correct answer is the policy, practice, and procedure which must, 

shall, or should be followed in accordance with the US.  patent statutes, the PTO rules of 

practice and procedure, the Manual of Patent Examining Procedure (MPEP), and the 

Patent Cooperation Treaty (PCT) articles and rules, unless modified by a subsequent 

court decision or a notice in the Official Gazette. There is only one most correct answer 

for each question. Where choices (A) through (D) are correct and choice (E) is "All of the 

above," the last choice (E) will be the most correct answer and the only answer which 

will be accepted. Where two or more choices are correct, the most correct answer is the 
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answer which refers to each and every one of the correct choices. Where a question 

includes a statement with one or more blanks or ends with a colon, select the answer from 

the choices given to complete the statement which would make the statement true. Unless 

otherwise explicitly stated, all references to patents or applications are to be understood 

as being US.  patents or regular (non-provisional) utility applications for utility 

inventions only, as opposed to plant or design applications for plant and design 

inventions. Where the terms “USPTO’ or “Office” are used in this examination, they 

mean the United States Patent and Trademark Office. 

Petitioner has presented various arguments attacking the validity of the model 

answers. All of petitioner’sarguments have been fully considered. Each question in the 

Examination is worth one point. 

Petitioner has been awarded an additional 1 point for morning question 6 .  

Accordingly, petitioner has been granted an additional 1 point on the Examination. No 

credit has been awarded for morning questions 7, 19,31,32, and 37 and afternoon 

questions 4and 32. Petitioner’s arguments for these questions are addressed individually 

below. 
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Morning question 7 reads as follows: 
7. You, a registered patent practitioner, have agreed to represent an independent inventor 
in connection with a patent application that was filed in the United States Patent and 
Trademark Ofice by the inventor on a pro se basis. As filed, the application lacks an 
abstract of the disclosure, but included a detailed written description that contained 
numerous errors. However, when viewed together with four accompanying color 
photographs, the application disclosure was adequate to enable one of ordinary skill in the 
pertinent art to make and use the invention. The application also included three 
independent patent claims, an inventor’s declaration in compliance with 37 C.F.R. 5 1.63, 
a small entity statement (independent inventor) under 37 C.F.R. $ 1.27, and all necessary 
small entity filing fees. The inventor has been granted a filing date and has received an 
official filing receipt. MEGACORP, a very large multi-national corporation, licensed 
rights in the invention shortly after the application was filed and, therefore, the inventor 
wants to ensure that the application is properly handled. The inventor has asked you to 
suggest steps to help expedite prosecution and to remove any formal objections that can 
be expected from the examiner, without incurring unnecessary government fees. You 
determine that the first color photograph is the only practical medium by which to 
disclose certain aspects of the claimed invention, but that the substance of the 
remaining photographs could readily be illustrated through ordinary ink drawings. Which 
of the following represents the most reasonable advice to the independent inventor? 

(A) Prepare a preliminary amendment to correct errors in the detailed description, add an 
abstract of the disclosure, revise the existing claims and present additional dependent 
claims to more fully protect the invention; submit a request for approval of drawing 
changes wherein the first photograph is labeled “Figure 1” and the remaining photographs 
are canceled in favor of corresponding ink drawings labeled Figures 2 through 4; and 
immediately withdraw the claim for small entity status because of the license to 
MEGACORP. 

(B) Prepare a preliminary amendment to correct errors in the detailed description, add an 
abstract of the disclosure, revise the existing claims and present additional dependent 
claims to more fully protect the invention; submit a request for approval of drawing 
changes wherein the first photograph is labeled “Figure 1” and the remaining photographs 
are canceled in favor of corresponding ink drawings labeled Figures 2 through 4; and 
submit a petition for acceptance of Figure 1 in the form of a color photograph along with 
a proposed amendment to insert language concerning the color photograph as the first 
paragraph of the specification and the required petition fee. 

(C) Prepare a preliminary amendment to correct errors in the detailed description and to 
present additional dependent claims to more fully protect the invention; and submit a 
request for approval of drawing changes wherein the first photograph is labeled “Figure 



In re Page 5 

1” and the remaining photographs are canceled in favor of corresponding ink drawings 
labeled Figures 2 through 4. 

(D) Prepare a preliminary amendment to correct errors in the detailed description and to 
present additional claims that more fully protect the invention; and immediately withdraw 
the claim for small entity status because of the license to MEGACORP and submit to the 
USPTO the difference between the small entity filing fee and the large entity filing fee. 

(E) Completely rewrite the written description and claims as part of a new application and 
file it as a continuation application, including a color photograph as Figure 1, ink 
drawings as Figures 2-4, a new inventor’s declaration and a small entity filing fee. 

The model answer is selection (B). 

37 C.F.R. 5 1.84(a)(2),MPEP 5 608.02, “Color Drawings or Color Photographs.” 
(A) is wrong because a petition under 37 C.F.R. 5 1.84 is required to avoid an objection 
to the color photographs. Also, since small entity status was properly established at the 
time of filing, the inventor is entitled to maintain small entity status until any issue fee is 
due. 37 C.F.R. 5 1.28(b). (C) - (E) are also wrong because they do not provide for the 
required petition under 5 1.84. In (D), the change in small entity status after the 
application was filed does not require the inventor to retroactively pay a large entity filing 
fee. Additionally, (E) is wrong because the inventor would be required to file a large 
entity filing fee and a continuation application therefore does not achieve the stated goal 
of avoiding unnecessary government fees. 

Petitioner argues that answer (A) is correct. Petitioner contends that the color 
photos will be informal drawings since they do not meet the requirements of 37 C.F.R. 
1.84, and that it would be better for the inventor to wait and see what the Examiner 
decides concerning the drawings. 

Petitioner’s arguments have been h l l y  considered but are not persuasive. 
Contrary to petitioner’s statement that the color photos will be informal drawings since 
they do not meet the requirements of 37 C.F.R. 1.84, and that it would be better for the 
inventor to wait and see what the Examiner decides concerning the drawings, the question 
specifies that the inventor has asked you to suggest steps to help expedite prosecution and 
to remove any formal objections that can be expected from the examiner, without 
incurring unnecessary government fees. The question further specifies that the first color 
photograph is the only practical medium by which to disclose certain aspects of the 
claimed invention, but that the substance of the remaining photographs could readily be 
illustrated through ordinary ink drawings. There is no reason to assume the examiner 
may disagree with this, the necessity of the first color photograph is stipulated. There is 
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also no necessity to incur a large entity fee consequent to the response in answer (A). 
Accordingly, model answer (B) is correct and petitioner’s answer (A) is incorrect. 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 

Morning question 19reads as follows: 

Please answer questions 18 and 19 based on the following facts. 

You are a registered patent practitioner handling prosecution of a patent application 
assigned to your client, Manufacturing Company, Inc. (“ManCo”). In discussing a reply 
to a first, non-final Office action with the sole named inventor (I. M. Putin) on August 11, 
2000, you uncover evidence that suggests an individual employed by your client may 
have intentionally concealed the identity of a possible joint inventor (Phil Leftout). 
Leftout quit ManCo after a dispute with the company president, and is currently involved 
in litigation against ManCo over his severance package. You learn that Leftout would be 
entitled to additional severance payments if he were indeed a joint inventor. You decide it 
is necessary to further investigate the identity of the proper inventive entity and, if the 
inventive entity was misidentified on the application, determine the circumstances behind 
this misidentification. Particularly in light of the schedules of individuals with relevant 
information, such an investigation would take at least three months and perhaps 
longer to complete. The outstanding Office action issued 5% months ago with a 3-month 
shortened statutory period for reply. The examiner has raised only minor matters of form 
in the Office action, and you are confident the application would be in condition for 
allowance after you submit a reply. After discussing the matter with you, ManCo informs 
you they want the matter straightened out before any patent issues on the application. 

19. Further assume that the application is awaiting action by the Office at the time you 
complete your investigation. The investigation revealed that Leftout should indeed have 
been named as a joint inventor and that the error in naming the inventive entity resulted 
from Putin’s assistant purposely omitting Leftout from an invention disclosure form to 
avoid increasing the value of Leftout’s severance package. Although the application was 
originally filed with an inventor’s Declaration and an Assignment to ManCo signed by 
Putin as a sole inventor, Putin did not realize at the time that he was not the sole inventor 
of the claimed subject matter. Leftout was unaware that the application had even been 
prepared and filed. Thus, neither Putin nor Leftout were aware that an error had been 
made in the named inventive entity. There was never any deceptive intent by either Putin 
or Leftout concerning the error. How do you correct the named inventive entity? 

(A) Promptly file a replacement declaration executed jointly by Putin and Leftout along 
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with a cover letter explaining that Leftout was inadvertently omitted as an inventor. 

(B) Because Putin’s assistant purposely omitted Leftout’s name, the mistake in the named 
inventive entity was not an error without deceptive intention and the mistake cannot be 
corrected. 

(C) Simply file a continuation application naming Leftout and Putin as inventors and 
submit any necessary filing fee. 

(D) Amend the application to name Leftout and Putin as joint inventors and, along with 
the amendment, submit a petition including a statement from Leftout that the error in 
inventorship occurred without deceptive intention on his part, a declaration executed by 
both Putin and Leftout, and all necessary fees. 

(E) (C) and (D) are each an appropriate way to correct the named inventive entity. 

The model answer is selection (C). 

Correction of inventorshipmay be made under the provisions of 37 C.F.R. 5 1.48 
or by filing a continuation application. MPEP 5 201.03, second paragraph. Since the 
original application was filed with an inventor’s declaration, correction cannot be made 
merely by submitting a correct declaration. See 37 C.F.R. 5 1.48(a) and (f). Thus, (A) is 
incorrect. (B) is incorrect because there was no deceptive intention on the part of the 
omitted inventor, Leftout. Under the facts of the question, (D) is incorrect because it 
omits the written consent of ManCo required under 37 C.F.R. 5 1.48(a)(4). MPEP 5 
201.03, under the heading “37 CFR 1.48(a),” part D. (E) is incorrect because (D) is 
incorrect. 

Petitioner argues that answer (D) is correct also. Petitioner contends that since 
answer (C) fails to mention that an oath or declaration must be filed with the continuation 
application, answer (D), which omits the written consent of ManCo, is just as correct as 
answer (C). 

Petitioner’sarguments have been fully considered but are not persuasive. 
Contrary to petitioner’s statement that both (C) and (D) are incomplete, according to 37 
C.F.R. 5 1.51(b)a continuation application is comprised of a specification, an oath or 
declaration, drawings when necessary, and the filing fee. Therefore by stating “file a 
continuation application,” all of the above were inherently included. Accordingly, model 
answer (C) is correct and petitioner’s answer (D) is incorrect. 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 
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Morning question 31 reads as follows: 
3 1. Which of the following do not represent prior art? 

(A) The preamble of a Jepson claim. 

(B) A technical journal as of its date of publication which is accessible to the public as of 
the date of its publication. 

(C) A doctoral thesis indexed, cataloged and shelved in a university library. 

(D) A disclosure publicly posted on the INTERNET, but containing no publication or 
retrieval date. 

(E) Applicant’s labeling of one of the figures in the drawings submitted with his 
application as prior art. 

The model answer is selection (D). 

See MPEP 5 2128 under the subheading “Date ofAvailability,” of the heading 
“Electronic Publications As Prior Art.” (A) is wrong. See MPEP 5 2129 under the 
heading “A Jepson Claim Results In An Implied Admission That Preamble Is Prior Art.” 
(B) is wrong. See MPEP 5 2128.02. A journal article or other publication becomes 
available as prior art on date it is received by at least one member of the public. (C) is 
wrong. See MPEP 5 2128.01 under the heading “A Thesis Placed In A University Library 
May Be Prior Art If Sufficiently Accessible To The Public.” (E) is wrong. See In re 
Nomiya, 184 USPQ 607,610 (CCPA 1975); 35 U.S.C. 5 102(d); MPEP 5 2129 under the 
heading “Admissions By Applicant Constitute Prior Art.” 

Petitioner argues that all answers should be accepted. Petitioner contends that the 
answer D would be prior art if an inventor or his attorney knew of the disclosure, 
satisfying the 35 U.S.C. l02(a) prohibition against an invention being know or used by 
others in this country. Petitioner further argues that MPEP 2128 does not specify that if 
the publication does not include a publication date (or retrieval date), the publication is 
not prior art. 

Petitioner’s arguments have been fully considered but are not persuasive. A 
publication can only be a prior art if it is qualified as prior art under 35 U.S.C. 102. If the 
publication cannot be relied upon as a prior art under 35 U.S.C. 102, then the publication 
is not a prior art. Petitioner assumed addition facts not given in the question, specifically 
the inventor knew the disclosure before the invention. The exam instructions clearly state 
“Do not assume any additional facts no presented in the questions.” Accordingly, answer 
(D) is correct. Petitioner did not present any reason why answer (E) is a better answer 
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than (D). 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 

Morning question 32 reads as follows: 
32. A patent application filed in the USPTO claims a nylon rope coated with element E 
for the purpose of preventing breakage of the rope. In the first Office action, the examiner 
rejects the claim as obvious over P in view of a trade journal publication, T. P teaches a 
nylon rope coated with resin for the purpose of making the rope waterproof. T teaches a 
nylon tent fabric coated with element E for the purpose of making the tent waterproof, 
and suggests the use of element E for making other nylon products waterproof. Following 
proper USPTO practices and procedures, the combination of P and T: 

(A) cannot support a prima facie case of obviousness because T lacks a suggestion to 
combine with P for the purpose of preventing breakage in nylon rope. 

(B) cannot support a prima facie case of obviousness because P lacks a suggestion to 
combine with T for the purpose of preventing breakage in nylon rope. 

(C) cannot support a prima facie case of obviousness because T only contains a 
suggestion to combine with P for the purpose of waterproofing nylon rope. 

(D) can support a prima facie case of obviousness, even though T only contains a 
suggestion to combine with P for the purpose of waterproofing nylon rope. 

(E) can support a prima facie case of obviousness because the applicant is always under 
an obligation to submit evidence of non-obviousness regardless of whether the examiner 
fully establishes a prima facie case of obviousness. 

The model answer is selection (D). 

“It is not necessary in order to establish a prima facie case of obviousness...that 
there be a suggestion or expectation from the prior art that the claimed [invention] will 
have the same or a similar utility as one newly discovered by the applicant.” In re Dillon, 
919 F.2d 688,692, 16 USPQ2d 1897, 1900 (Fed. Cir. 1990) (emphasis in original). Thus, 
“[ilt is not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant.” MPEP 3 2144 (“Rationale Different from 
Applicant’s is Permissible”). Here, T suggests the combination with P to achieve a 
different advantage or result, i.e., waterproofing, from that discovered by applicant, i.e., 
reducing breakage. Answers (A) - (C) are incorrect because the suggestion to combine 
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does not need to be for the same purpose as applicant discloses in the application. Dillon, 
919 F.2d at 692, 16 USPQ2d at 1900; MPEP § 2144 (“Rationale Different from 
Applicant’s is Permissible”).Answer (E) is incorrect because an applicant is under no 
obligation to submit evidence of non-obviousness unless the examiner meets his or her 
initial burden to fully establish a prima facie case of obviousness. MPEP 5 2142. 

Petitioner argues that answer (C) is also correct. Petitioner contends that answer 
(C) also follows proper USPTO practice and procedure based on MPEP 2142; there is no 
suggestion to combine P with T, there would be no expectation of succeeding in 
obtaining breakage-preventing properties, P and T do not contain all the limitations of the 
proposed claim, and P and T teach away from the claim. 

Petitioner’s arguments have been fully considered but are not persuasive. 
Contrary to petitioner’s statement that answer (C) also follows proper USPTO practice 
and procedure and is therefore also correct, answer (C) and (D) are in direct conflict with 
each other and cannot both be correct. The combination of P and T supports a prima 
facie case of obviousness over the claimed invention. MPEP 5 2144 (“Rationale 
Different from Applicant’s is Permissible”) states: “It is not necessary that the prior art 
suggest the combination to achieve the same advantage or result discovered by the 
applicant.” Therefore, the fact that the patent claims coating a nylon rope with E to 
prevent breakage of the rope instead of waterproofing the rope does not overcome the 
obviousness rejection. Accordingly, model answer (D) is correct and petitioner’s answer 
(C) is incorrect. 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 

Morning question 37 reads as follows: 
37. An Office action was mailed in a pending patent application on Wednesday, 
November 17, 1999. The examiner set a three month shortened statutory period for reply. 
The applicant petitioned for a one-month extension of time on Thursday, February 17, 
2000 and paid the appropriate one-month extension fee. No further papers or fees were 
submitted and the application became abandoned. What was the date of abandonment? 

(A) Friday, February 18,2000. 
(B) Friday, March 17,2000. 
(C) Saturday, March 18,2000. 
(D) Monday, March 20,2000. 
(E) Thursday, May 18,2000. 

The model answer is selection (C). 
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The one-month extension of time filed February 17,2000 properly extended the 
deadline for filing a reply to Friday, March 17,2000. When a timely reply is ultimately 
not filed, the application is regarded as abandoned after midnight of the date the period 
for reply expired, i t . ,  the application was abandoned at 12:01 AM on Saturday, March 
18,2000. The fact that March 18 was a Saturday does not change the abandonment day 
because the reply was due on March 17, a business day. MPEP § 710.01(a). 

Petitioner argues that answer (E) is correct. Petitioner contends that although the 
application was abandoned, it was not “irretrievably abandoned”, which petitioner 
contends occurred May 18,2000,6 months after the Office action. 

Petitioner’s arguments have been fully considered but are not persuasive. 
Contrary to petitioner’s statement that the date of irretrievable abandonment should be 
considered correct, the question asked: “What is the date of abandonment?” The 
question does not ask for or otherwise refer to a date of irretrievable abandonment. When 
a timely reply is ultimately not filed, the application is regarded as abandoned after 
midnight of the date the period for reply expired, i.e., the application was abandoned at 
12:01 AM on Saturday, March 18,2000. MPEP $710.01(a). 

Accordingly, model answer (C) is correct and petitioner’s answer (E) is incorrect. 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 

Afternoon question 4 reads as follows: 
4. In January 1997, Chris invents an electrical door stop for automatically stopping a door 
at any position by simply pressing the doorknob downward. The doorknob is such that 
when carrying a large package, one may rest the package on the doorknob to stop the 
motion of the door. During a lunch break before completing the writing of the application 
for the patent on the automatic door stop, Chris’ patent agent, Sam, visits a local Shack 
restaurant and notices a door stop which is actuated by stepping with one’s foot on a 
mechanical lever located at the bottom of the door. Sam makes a mental note to ask a 
colleague as to whether he needs to disclose the doorstop at the Shack restaurant to the 
USPTO in conjunction with Chris’ application in an information disclosure statement, but 
ultimately neglects to do so. Sam knows that the restaurant (and doorstop) was in 
existence at least one year prior to Sam’s visit. In the first Office action, 
the only prior art uncovered by the examiner relates to stopping a door using a lever that 
engages a channel in the ceiling upon being pressed upward. The examiner rejects the 
claim asserting it would have been obvious to have either upward or downward actuating 
motion. In the reply to the first Office action Sam argues that the downward motion is 
essential because it affords the ability to actuate when one is carrying a package and that 
the prior art does not disclose a downwardly actuated doorstop. Following Sam’s 
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argument, the case issues. Claim 1 reads as follows: 

1. A door stop for automatically stopping the pivoting action of a door by pressing 
downward, said door stop comprising: 
a) first means attached to a door for receiving a downward movement; 
b) second means for actuating a mechanism for engaging the floor surface in response to 
the downward movement of the first means, said first and second means being 
operatively connected. 

Which of the following is true? 

(A) Since Sam knew of the doorstop at the restaurant and not Chris, there is no duty to 
disclose the Shack restaurant doorstop. An attorney need not disclose that which is within 
his personal knowledge in an information disclosure statement. 

(B) Since Sam discovered the Shack restaurant device after he had started writing the 
application, the invention was fully disclosed to Sam. There is no need to disclose that 
which occurs after an inventor completes his application disclosure. 

(C) Sam needs to disclose only patents or printed publications to the USPTO to satisfy 
the duty of disclosure. Since Sam was unaware of any patent or printed publication for 
the Shack restaurant doorstop, Sam does not need to file an information disclosure in this 
regard. 

(D) Chris should file a request for reexamination seeking to have the Shack restaurant 
door stop considered. 

(E) None of the above. 

The model answer is selection (E). 

Since the claim reads on a downward moving actuator and only a upward moving 
actuator was cited during the prosecution, the Shack restaurant device was material to the 
patentability of the invention. Moreover, Sam argued the significance of the downward 
motion feature. 37 C.F.R. 5 1.56(b)(2)(i). Sam should have disclosed it under 37 C.F.R. 5 
1.56(~)(2).As to (A), the duty of disclosure extends to each practitioner who prepares or 
prosecutes the application. 37 C.F.R. 5 1.56(~)(2).As to (B), even though Chris had 
completed the disclosure, the sighting of the Shack restaurant doorstop occurred prior to 
the filing date. Moreover, the restaurant (and doorstop) was in existence at least one year 
prior to Sam’s visit. MPEP 5 2001.06. As to (C), information material to the invention is 
more than just patents and printed publications. 37 C.F.R. 5 1.56; MPEP 2001.04, 
p.2000-4. As to (D), only patents and printed publication may be considered during a 
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reexamination. 35 U.S.C. 3 303(a); MPEP 3 2209. 

Petitioner argues that answer (D) is correct. Petitioner contends that although the 
attorney was unaware of any patents or publications existing, that does not mean they do 
not exist, thus a reexamination is appropriate. 

Petitioner’s arguments have been fully considered but are not persuasive. 
Contrary to petitioner’s statement that although the attorney was unaware of any patents 
or publications existing, that does not mean they do not exist, the fact pattern gives no 
indication of such publications. The instructions clearly state “Do not assume any 
additional facts not presented in the questions.” Since there is no indication that such 
publications exist, there can be no reexamination. Accordingly, model answer (E) is 
correct and petitioner’s answer (D) is incorrect. 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 

Afternoon question 33 reads as follows: 
33. Mike and Jill are members of the Virginia Bar with a general law practice. Jill is 
registered to practice before the USPTO and is constantly poking fun at Mike for not 
being registered. Jake, one of Mike’s former clients, owns a small tool shop and while 
attempting to remove a broken drill bit from a work piece, invented a tool that easily 
extracts a broken bit. The tool is simple to make. Jake asked Mike if he could patent his 
invention, and Mike, desiring to impress Jill with his patent skills, said, “No problem.” 
Using a “how to” book that he obtained from the INTERNET, Mike prepared an 
application on Jake’s invention and filed it in the USPTO together with a power of 
attorney which Jake executed naming Jack as attorney of record. Shortly thereafter, the 
Mike and Jill firm hired Jim, a registered patent attorney, and Mike physically filed a 
document with the USPTO naming Jim as an associate attorney in Jake’s application. 
Upon reviewing Jake’s application, Jim discovered that the original claims omitted the 
recitation of a critical element which was disclosed in the specification. Assuming a 
preliminary amendment is filed with the USPTO adding the critical element to the claims, 
and explaining in the REMARKS that the critical element was inadvertently omitted at 
the time of filing the application, which of the following is the most comprehensive 
answer in identifying the individual(s), if any, who by signing the amendment will be 
recognized by the USPTO for representation? 

(A) Jake 

(B) Jim 

(C) Jill 

(D) All of the above 
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(E) None of the above 

The model answer is selection (D). 

Jake is the applicant, and Jim and Jill are registered practitioners. “An applicant 
for patent may file and prosecute his or her own application.. . .” MPEP 5 401. The 
applicant, Jake, is not required to revoke Mike’s power of attorney because Jack is 
unregistered, and therefore his appointment is void ab initio. MPEP 5 402, Form 
Paragraph 4.09 (first paragraph). Jim and Jill’s signature constitutes “a representation to 
the Patent and Trademark Office that...he or she is authorized to represent the particular 
party in whose behalf he or she acts.” 37 C.F.R. 5 1.34. This privilege applies whether or 
not the registered attorney is of record. 37 C.F.R. 5 1.31; MPEP 5 402. (A), (B), and (C) 
are wrong because they do not represent the “most comprehensive” answer. (E) is wrong 
because it is inconsistent with (D), which is correct. 

Petitioner argues that answer (B) is correct. Petitioner contends that there are two 
definitions for “comprehensive” and the Petition’s answer (B) is most “comprehensive” 
in that it Jim has the most “extensive understanding” of USPTO procedures. 

Petitioner’s arguments have been fully considered but are not persuasive. 
Contrary to petitioner’s statement that answer (B) is correct because Jim is best suited to 
sign the amendment, the question asks “who by signing the amendment will be 
recognized by the USPTO for representation?” The question does not ask which 
individual is the most comprehensive of USPTO procedure, but which answer is most 
complete. As Petitioner acknowledges, all three will be recognized: “With respect to 
Jake, inventors may represent themselves,” and “With respect to Jill, because she is a 
registered patent attorney, she may sign the amendment.” Accordingly, model answer 
(D) is correct and petitioner’s answer (B) is incorrect. 

No error in grading has been shown. Petitioner’s request for credit on this 
question is denied. 
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ORDER 


For the reasons given above, 1 point has been added to petitioner’s score on the 

Examination. Therefore, petitioner’s score is 63. This score is insufficient to pass the 

Examination. 

Upon consideration of the request for regrade to the Director of the USPTO, it is 

ORDERED that the request for a passing grade on the Examination is &&$. 

This is a final agency action. 

Robert J. Spar 

Director, Office of Patent Legal Administration 

Office of the Deputy Commissioner 


for Patent Examination Policy 


